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DETAILED ACTION 
In the amendment filed on 04/14/08, the following have occurred: claims 7 and 17 have 
been amended, and claims 1-17 are currently pending. 

Claim Rejections - 35 USC §101 

1. 35 U.S.C. §101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useflil improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

2. Claims 1-17 are rejected under 35 U.S.C. §101 because the claimed invention is directed 
to non-statutory subject matter. 

3. Based on Supreme Court precedent (Diamond v. Diehr, 450 U.S. 175, 184 (1981); Parker 
V. Flook, 437 U.S. 584, 588 n.9 (1978); Gottschalkv. Benson, 409 U.S. 63, 70 (1972); Cochrane 
V. Deener, 94 U.S. 780, 787-88 (1876)) and recent Federal Circuit decisions, §101 process must 
(1) be tied to another statutory class (such as a particular apparatus) or (2) transform underlying 
subject matter (such as an article or materials) to a different state or thing (the Supreme Court 
recognized that this test is not necessarily fixed or permanent and may evolve with technological 
advances. Gottschalkv. Benson, 409 U.S. 63, 71 (1972)). 

4. If neither of these requirements is met by the claun(s), the method is not a patent eligible 
process under 35 U.S.C. §101. 



5. In this particular case, regarding the first test, in performing the steps of the claimed 
subject matter, there is no requirement that a machine be used, thus the claims are not considered 
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sufficiently tied to another stalutory class. Regarding die second test, since the claimed subject 
matter maj' be performed using only hmrtan intelligence, the steps do not sufficiently transform 
the underlying subject matter to be statutory. Thus, to qualify as a 101 statutorj,' method, the 
claiin should positively recite the other statutory class (the thing or product) to which it is tied. 
For example, a method claim that is sufficiently tied to another statutory' class (i.e., product) 
would be recited as follow: authorizing, via a processor, the predetermined limit amount. 



Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, pubhshed under section 122(b), by another filed 

in the United States before the invention by the applicant for patent or (2) a palcnl granted on an application for 
patent by another filed in the United States before the invention by the applicant lor patent, except that an 
international apphcation filed under the treaty defined in section 35 1(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the Enghsh language. 

Claims 1-17 are rejected tmder 35 U.S.C. 102(e) as being anticipated by Wells et al 
(Wells hereinafter, US PAT: 6901387). 

Re claim 1 . Wells discloses a method of paying a merchant for a claim service provided to a 
claimant, the method comprising the steps of: receiving a request from a merchant for a payment 
associated with a claim (see fig.7 element 702, i.e., selection of merchant and item to be 
purchase is inherently followed by a request from a merchant for a pajmient); generating a claim 
identifier (see fig.7 element 704) ; generating a payment number having a predetermined limit 
amount and a predetermined expiration date (see fig.7 element 706); associating the claim 
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identifier with the payment number (see col.3 lines 44-48); and transmitting the payment number 
to the merchant for payment of the claim (see fig.7 element 712). 

Re claims 2, 3. Wells further discloses the method of claim 1, wherein the claim is for a service 
rendered (i.e., sale transaction - purchase and delivery, see fig.7 

Re claim 4. Wells further discloses the method of claim 1 , wherein receiving a request fi-om a 
merchant for a payment associated with a claim further comprises, receiving an estimated cost of 
repair from the merchant (estimated cost of repair would inherently be included in the purchase 
order that need to be settled by the client, see fig.7 elements 704-707). 
Re claim 5. Wells further discloses the method of claim 1, further comprising providing 
verification that the request received from the merchant is covered under a contract associated 
with the claimant (see col.3 line 57-col.4 line 1 1). 

Re claim 6. Wells further discloses the method of claim 1, wherein generating a payment number 
having a predetermined limit amount and a predetermined expiration date fiirther comprises: 
receiving an estimated cost of repair from the merchant (estimated cost of repair would 
inherently be included in the purchase order that need to be settled by the client, see fig.7 
elements 704-707), and authorizing the predetermined limit amount (i.e., authorization see col.4 
lines 1-15). 

Re claim 7. Wells further discloses the method of claim 1, wherein generating the claim 
identifier further comprises; identifying a contract number assigned to a claimant; generating a 
claim number (see fig.7 element 704); and associating the claim number with the contract 

number (the account summary shown in fig.9 of Wells clearly shows how these generated 
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purchase order (claim number) are associated with the contract number (please see fig. 9 of 
Wells). 

Re claim 8. Wells further discloses the method of claim 1, further comprising after transmitting 
the payment number to the merchant for payment of the claim: tracking at least one merchant 
payment associated with the payment number; and associating the payment number and the 
claim identifier with the at least one merchant payment (i.e., In some embodiments, reversals or 
credits may also be tracked using features of the present invention. For example, if a merchant 
credits an account (e.g., for a retumed item or the like), account management system 105 may 
operate to search for transactions associated with the limited use account identifier, the settled 
amount and/or with the merchant which are equivalent or near the amount of the credit. Once the 
original transaction is identified, the credit amount is associated with the original purchase order 
number and settlement details are provided to the client. In this manner, the client's accounting 
and/or purchasing systems can track purchases as well as returns or credits, see col.24 lines 12- 
30). 

Re claim 9. Wells fiirther discloses the method of claim 8, further comprising prior to tracking 
the at least one merchant payment: transmitting a merchant payment request; assigning an 
acceptance code to the merchant payment request; and associating the acceptance code with the 
merchant payment (see col.3 lines 42-65) 

Re claim 10. Wells further discloses the method of claim 1, further comprising: requesting a load 
of funds equal to the predetermined limit amount; executing the load of funds; generating a 
confirmation of the load of funds execution; and reconciling the payment number and the claim 
identifier with the confirmation of the load of funds execution (see fig.7 element 722). 
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Re claims 11, 12-15. Wells further discloses the method of claim 1, wherein generating a 
payment number having a predetermined limit amount and a predetermined expiration date, 
further comprises selecting the payment number from a predetermined group of payment 

numbers (see col. 3 lines 35-55). 

Re claim 16. Wells further discloses a method of paying a merchant for a claim service provided 
to a claimant, the method comprising the steps of: receiving a request from a merchant for a 
payment associated with a claim (see fig.7 element 702, i.e., selection of merchant and item to be 
purchase is inherently followed by a request from a merchant for a payment), the request further 
comprising an estimate for repair; verifying that the request received from the merchant is 
covered under a contract associated with the claimant (see col.3 line 57-col.4 line 1 1); 
establishing a predetermined limit amount for the repair (see fig.7 element 706); generating a 
claim identifier (see fig.7 element 704); selecting a payment number (see col.3 lines 35-55), the 
selected payment number having the predetermined limit amount and a predetermined expiration 
date (see fig.7 element 706); associating the claim identifier with the selected payment number 
(see col.3 line 44-48); fransmitting the payment number to the merchant for pajonent of the claim 
(see fig.7 element 712); providing funding for the predetermined limit amount associated with 
the selected payment number; fracking a fransaction amount associated with the selected 
payment number (see col. 13 lines 6-11); and reconciling the payment number and the claim 
identifier with the transaction amount (see col.9 lines 40-50, also see col.3 line 57-col.4 line 1 1). 
Re claim 17. Wells fiirther discloses the method of claim 16, wherein tracking a fransaction 
amount further comprises, tracking a plurality of transaction amounts and reconciling the 
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payment number and the claim identifier with the plurality of transaction amounts (see fig.7- 
fig.9). 

Response to Arguments 
Applicant's arguments filed on 04/14/08 have been fully considered but they are 
not persuasive. The applicant argues in substance that, in Wells, it is the client that is 
"transmitting the payment number to the merchant for payment of the claim." However, 
in applicant's system the payment number is transmitted to the merchant by the system 
based upon the prior interaction between the merchant and the issuer/facilitator and the 
steps emanating from the issuer (not the client in transmitting payment). The examiner 
contends that the limitation (i.e., the payment number is transmitted to the merchant by 
the system based upon the prior interaction between the merchant and the 
issuer/facilitator and the steps emanating from the issuer) being contested by the 
applicant is not in the claim. The examiner advises that if the applicant recognizes 
inventive features, in his claimed invention, that further avoid the prior arts, the applicant 
needs to amend the claim to recite these features. Thus, it is not enough for the 
applicant to distinguish his claimed invention from the prior art by pointing out what is 
disclosed in the specification but not recited in the claim. The examiner wants to remind 
the applicant that even though claims are interpreted in light of the specification, the 
specification must not be read into the claim. 

The applicant further argues that Wells fail to disclose "receiving an estimated 
cost of repair from the merchant; and authorizing the predetermined limit amount." 
Contrary to the applicant's assertion, the examiner contends that estimated cost of 
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repair would inlierently be included in the purchase order that need to be settled by the 
client, see fig.7 elements 704-707 of Wells. Wells further discloses authorizing the 
predetermined limit amount (i.e., transaction amount authorization, see col.3 line 56- 
col.4 line 10). 

The applicant further argues that Wells fails to disclose generating a claim 
number; and associating the claim number with the contract number. Contrary to the 
applicant's assertion. Wells discloses generating a purchase order (see fig.7 element 
704) which is akin to the claim number mentioned by the applicant. And the account 
summary shown in fig. 9 of Wells clearly shows how these generated purchase order 
(claim number) are associated with the contract number (please see fig.9 of Wells). 

The applicant further argues that Wells fails to teach tracking at least one 
merchant payment associated with the payment number; and associating the payment 
number and the claim identifier with the at least one merchant payment. Contrary to the 
applicant's assertion. Wells makes this disclosure (i.e.. In some embodiments, reversals 
or credits may also be tracked using features of the present invention. For example, if a 
merchant credits an account (e.g., for a returned item or the like), account management 
system 105 may operate to search for transactions associated with the limited use 
account identifier, the settled amount and/or with the merchant which are equivalent or 
near the amount of the credit. Once the original transaction is identified, the credit 
amount is associated with the original purchase order number and settlement details 
are provided to the client. In this manner, the client's accounting and/or purchasing 
systems can track purchases as well as returns or credits, see col.24 lines 12-30). 



Application/Control Number: 10/708,247 Page 9 

Art Unit: 3696 

The applicant lastly argues that Wells fail to disclose requesting a load of funds 
equal to the predetermined limit amount. Contrary to the applicant's assertion, Wells 
discloses requesting pre-authorization to receive limited use account identifier for 
purchasing the selected items. The limited use account, as the name suggests, has a 
predetermined limit amount that can be used for purchasing the selected item. Thus, 
requesting pre-authorization to receive limited use account identifier for purchasing the 
selected items, as taught by Wells, is akin to requesting a load of funds equal to the 
predetermined limit amount. 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to OJO O. OYEBISI whose telephone number is (571)272-8298. 
The examiner can normally be reached on 8 :30A.M-5 :30P.M. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Thomas Dixon can be reached on (571)272-6803. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Ella Colbert/ 

Primary Examiner, Art Unit 3696 

10. O. 0.1 
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